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This is a decision on the petition under 37 CFR 1.181, August 
29, 2007, to withdraw the holding of abandonment for the above- 
identified application. 

The petition under 37 CFR 1.181 is DISMISSED . 

Any request for reconsideration of this decision must be 
submitted within TWO (2) MONTHS from mail date of this decision. 
Extensions of time under 37 CFR 1.136(a) are permitted. The 
reconsideration request should include a cover letter entitled 
"Renewed Petition under 37 CFR 1.181." This is not a final 
agency decision. 

This application became abandoned February 17, 2007 for failure 
to timely reply to the non-final Office action mailed November 
16, 2006. The non-final Office action set a three (3) month 
shortened statutory period of time for reply. No petition for 
extension of time was timely submitted. Notice of • Abandonment 
was mailed July 3, 2007. 

Petitioners allege that the non-final Office action was not 
received because the USPTO mailed the non-final Office action to 
the incorrect correspondence address. 

The correspondence address for the instant application at the 
time of filing: Robert L. Buchanan, Edwards & Angell, LLP, P. 0. 
Box 9169, Boston, MA 02209. 

The restriction requirement mailed June 2, 2006 was mailed to 
this correspondence address. 
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A reply to the restriction requirement along with petition for 
extension of time was received August 24, 2006 and was submitted 
by Banner & Witcoff, Ltd. The restriction requirement was 
returned to the USPTO as undeliverable on September 25, 2006. 

A power of attorney/change of correspondence address was 
received August 28, 2006 requesting, inter alia, that the 
correspondence address be changed to BANNER & WITCOFF, LTD., 
1100 13th STREET, N..W.,' SUITE 1200, WASHINGTON DC 20005-4051. 

The request was not accepted, as indicated in the Notice mailed 
September 14, 2006, as the request was not accompanied by a 
statement under 37 CFR 3.73(b). The Notice was mailed to the 
correspondence address of record, Robert L. Buchanan, Edwards & 
Angell, LLP, P. 0. Box 9169, Boston, MA 02209. The Notice was 
returned to the Office as undeliverable on September 25, 2006. 

A non-final Office action was mailed on November 16, 2006 to the 
correspondence address of record, Robert L. Buchanan, Edwards & 
Angell, LLP, P. O. Box 9169, Boston, MA 02209. The non-final 
Office action was returned to the USPTO as undeliverable on 
December 4, 2006. 

No reply to the non-final Office was received. Accordingly, the 
application became abandoned February 17, 2007. 

A power of attorney/change of correspondence address to BANNER & 
WITCOFF, LTD., 1100 13th STREET, N.W., SUITE 1200, WASHINGTON DC 
20005-4051 was filed June 13, 2007 and entered June 26, 2007. 

Notice of Abandonment was mailed July 3, 2007 to Banner & 
Witcoff, Ltd. 

On February 26, 2007, petitioners became aware that a non-final 
Office action was issued. Petitioners allege that petitioners 
relied upon verbal communications wherein the examiner of record 
is alleged to have advised petitioners that the non-final Office 
action would be re-mailed. 

Petitioners are advised that the Notice mailed September 14, 
2006 concerning the non-acceptance of the power of 
attorney/change of correspondence address was properly mailed to 
Edwards & Angell, LLP. The Notice could not be mailed to Banner 
& Witcoff, Ltd. as the power of attorney/change of 
correspondence address submitted by Banner & Witcoff, Ltd. 



Application No. 10/678,723 



failed to comply with 37 CFR 3.73(b). Thus, the change of 
correspondence/power of attorney was not entered into the 
record. The USPTO does not engage in dual correspondence. The 
USPTO cannot enter an improper power of attorney/change of 
correspondence address request. The Notice mailed September 14, 
2006 was not mailed to Banner & Witcoff , Ltd. and was instead 
mailed to the then correspondence address of record. 

Further, on February 26, 2007, petitioners became aware that a 
non-final Office action had been mailed on November 16, 2006. 
Thus, as of February 26, 2007, petitioners could have timely 
replied to the non-final Office action by . petitioning for an 
extension of time. Moreover, petitioners knew that failure" to 
timely submit a proper reply would result in abandonment of the 
application. 

As to petitioners' reliance upon verbal communications, 
petitioners are advised that reliance upon verbal communications 
from USPTO - employees will not serve to prevent an abandonment of 
an application for failure to timely respond to a properly 
mailed Office communication. 

The non-final Office action was properly mailed at Edwards & 
Angell, LLP. Banner & Witcoff, Ltd. presumably did not receive 
the non-final Office action mailed September 14, 2006 because 
Banner & Witcoff, Ltd. did not properly advise the USPTO of 
applicants' change of correspondence address/power of attorney 
request. Petitioners' improper application of the change of 
correspondence address/power of attorney rules and procedures 
does not warrant withdrawal of the holding of abandonment. 

Moreover, the procedure for requesting that the period of time 
for reply to an outstanding Office communication be reset is as 
set forth at MPEP 710.06. The Office will grant a petition to 
restart the previously set period for reply to an Office action" 
to run from the date of receipt of the Office action at the cor- 
respondence address when the following criteria are met: (A) the 
petition is filed within 2 weeks of the date of receipt of the 
Office action at the correspondence address; (B) a substantial 
portion of the set reply period had elapsed on the date of 
receipt (e.g., at least 1 month of a 2- or 3-month reply period 
had elapsed); and (C) the petition includes (1) evidence showing 
the date of receipt of the Office action at the correspondence 
address (e.g., a copy of the Office action having the date of 
receipt of the Office action at the correspondence address 
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stamped thereon, a copy of the envelope (which contained the 
Office action) having the date of receipt of the Office action 
at the correspondence address stamped thereon, etc.), and (2) a 
statement setting forth the date of receipt of the Office action 
at the correspondence address and explaining how the evidence 
being presented establishes the date of receipt of the Office 
action at the correspondence address. 

Petitioners elected to rely upon oral advice allegedly given by 
the examiner of record rather than. follow the procedures set 
forth for the situation at hand. 

Failure to follow the procedures for (a) proper submission of a 
change of correspondence address/power of attorney and (b) 
request that the period of time for an Office communication be 
reset is not grounds for seeking withdrawal of the holding of 
abandonment . 

In view thereof, the instant petition is submit to dismissal. 
ALTERNATE VENUE 

Petitioners are strongly urged to consider filing a petition 
stating that the entire delay was unintentional. Petitioner's 
attention is directed to 37 CFR 1.137(b) which provides for the 
revival of an "unintentionally" abandoned application without a 
showing that the delay in prosecution or in late payment of an 
issue fee was "unavoidable" . An "unintentional" petition under 
37 CFR 1.137(b) must be accompanied by the required petition fee 
and reply. 

The filing of a petition under 37 CFR 1.137(b) cannot be 
intentionally delayed and therefore must be filed promptly. A 
person seeking revival due to unintentional delay cannot make a 
statement that the delay was unintentional unless the entire 
delay, including the delay from the date it was discovered that 
the application was abandoned until the filing of the petition 
ito revive under 37 CFR 1.137(b), was unintentional. A statement 
that the delay was unintentional is not appropriate if 
petitioner intentionally delayed the filing of a petition for 
revival under 37 CFR 1.137(b). 

Further correspondence with respect to this matter should be 
addressed as follows: ^ 
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By mail: 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



By facsimile: 



(571) 273-8300 



By hand: U.S. Patent and Trademark Office 

Customer Window 
Mail Stop Petition 
Randolph Building 
Dulany Street 
Alexandria, VA 22314 

Telephone inquiries concerning this matter may be directed to 
the undersigned at (571) 272-3205. 




Petitions Attorney 
Office of Petitions 



